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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-8, drawn to a method and apparatus, classified in class 205, 

subclass 135. 

II. Claims 9-1 1 , drawn to a product, classified in class 428, subclass 603. 

The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product as claimed can be made by another 
and materially different process such as sputter deposition or chemical vapor 
deposition. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with the Applicant's representative, Mr. Leon 
Rosen on April 12, 2006 a provisional election was made with traverse to prosecute the 
invention of Group I, claims 1-8. 
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Affirmation of this election must be made by applicant in replying to this Office 
action. Invention of Group II, claims 9-1 1 , is withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sewell et al. 

Regarding claims 1 and 6, Sewell et al. teach an apparatus and a method for 
depositing an electrically conductive layer of precious metal (column 1 lines 1 1-16) on a 
face of a metal substrate 1 (figure 1) by maintaining a mask 15, 16 closely over the 
substrate face while the face and mask are immersed in an electrolyte and the precious 
metal is electrodeposited through the electrolyte onto the substrate face, comprising: 
maintaining a screen 7 closely between said mask and said substrate face, said screen 
having a regular pattern of through holes (column 5 lines 25-29), and including flowing 
the electrolyte into said through hole and against the substrate face (column 8 lines 29- 
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50), and electrodepositing the precious metal through the electrolyte lying in said holes 
onto the substrate face. The mask 7 of Sewell et al. is broadly interpreted to read on 
the screen of the instant claim, since it contains a regular pattern of through holes. 

Regarding claim 5, Sewell et al. teach the mask is of elastomeric material 
(column 3 lines 65-68), and including compressing said screen between said mask and 
said substrate face, and maintaining locations on said screen that lie in openings of said 
mask against said substrate face (column 9 lines 29-34). 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 2-4 and 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sewell et al. in view of Topelian. 
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Sewell et al. teach the method and apparatus as described above. Sewell et al. 
differ from the instant claims in that the reference teach a screen but does not explicitly 
disclose the screen is formed of multiple wires that have a rounded periphery (claim 2) 
nor the screen is woven from of threads of rounded cross-section (claims 4 and 7-8). 

It is conventionally known in the art to use a woven screen in an electroplating 
process. For example, Topelian teaches an electroplating process for electroplating 
articles of irregular shape or articles having multi-planar areas using a deformable 
woven wire mesh fabric or screen (column 1 lines 70 -- column 2 lines 16). 

Addressing claims 2, 4 and 7-8, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have modified the method 
and apparatus of Sewell et al. by using the woven wire mesh of Topelian, because it 
would allow the metal deposited to conform to the shape of the substrate. With respect 
to claims 4 and 8, changing the size of the openings would have been an obvious 
modification within the ability of one having ordinary skill in the art, since the "mere 
scaling up of the prior art process capable of being scaled up... was not established 
patentability into claim to an old process so scaled" (MPEP 2144.04). 

Regarding claim 3, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to have modified the thickness of the deposited 
coating through routine experimentation to suit the desired intended application. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luan V. Van whose telephone number is 571-272-8521. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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